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—The MAILING DATE of this communication appears on the cover sheet beneath the correspondence address- 
Perl df r Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE MONTH(S) FROM THE MAILING DATE 

OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). in no event, however, may a reply be timely filed after SIX (6) MONTHS 
from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 
, - If NO period for reply is specified above, such period shall, by default, expire SIX (6) MONTHS from the mailing date of this communication . 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

Status 

[Responsive to communication(s) filed on_ 

□ This action is FINAL 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed in 
accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 ; 453 O.G. 21 3. 

Disp siti n of Claims 

Cy6laim(s) V- 2/ : is/are pending in the application. 

Of the above claim(s)- is/are withdrawn from consideration. 

□ Claim(s) _ is/are allowed. 

DJ/6laim(s) / ~~ <& j S / are rejected. 

□ Claim(s) is/are objected to. 

□ Claim(s) _ are subject to restriction or election 

requirement. 

Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The proposed drawing correction, filed on is □ approved □ disapproved. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Pri rity under 35 U.S.C. §119 (a)-(d) 

□ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 11 9(a)-(d). 

□ All □Some* □ None of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) . 



□ received in this national stage application from the International Bureau (PCT Rule 1 7.2(a)). 

*Certif ied copies not received:^_ : : . 

Attachment(s) 

□ Information Disclesur Statement(s), PTO-1449, Paper No(s) □ Interview Summary, PTO-413 

©Notice of Reference(s) feited, PTO-892 □ Notice of Informal Patent Application, PTO-152 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 □ Other 
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DETAILED ACTION 

Election/Restriction 

1 . Restriction to one of the following inventions is required under 35 U.S.C 1 2 1 

I. Claims 1-8 are, drawn to a method for deep cryogenic tempering of 
brake components, classified in class 148, subclass 577 + . 

II. Claims 9-24 are, drawn to a cryogenically tempered brake component, 
classified in class 301, subclass 6.7 + . 

2. The inventions are distinct, each from the other because: 

Inventions I and II are related as process of making and product made. The 
inventions are distinct if either or both of the following can be shown: (1) that the 
process as claimed can be used to make other and materially different product or (2) 
that the product as claimed can be made by another and materially different process 
(MPEP § 806.05(f)). In the instant case the process as claimed can be used to make 
other and materially different product such as firearm barrels. 

3. Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, 
restriction for examination purposes as indicated is proper. 

4. Because these inventions are distinct for the reasons given above and the 
search required for Group I is not required for Group II, restriction for examination 
purposes as indicated is proper. 
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5. During a telephone conversation with Kelly IC Burns, Esq. on December 7, 
200 1 a provisional election was made with traverse to prosecute the invention of 
Group I, claims 1-8. Affirmation of this election must be made by applicant in 
replying to this Office action. Claims 9-24 are withdrawn from further consideration 
by the examiner, 37 CFR 1. 142(b), as being drawn to a non-elected invention. 



Specification 

6. The abstract of the disclosure is objected to because it does not show the 
claimed method steps. Correction is required. See MPEP § 608.01(b). 



Claim Rejections - 35 USC §112 
7. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any person 
skilled in the art to which it pertains, or with which it is most nearly connected, to make and use 
the same and shall set forth the best mode contemplated by the inventor of carrying out his 
invention. 

The following is a quotation of 37 CFR 1.71 (a)-(c): 

(a) The specification must include a written description of the invention or discovery and of 
the manner and process of making and using the same, and is required to be in such full, clear, 
concise, and exact terms as to enable any person skilled in the art or science to which the invention 
or discovery appertains, or with which it is most nearly connected, to make and use the same. 

(b) The specification must set forth the precise invention for which a patent is solicited, in 
such manner as to distinguish it from other inventions and from what is old. It must describe 
completely a specific embodiment of the process, machine, manufacture, composition of matter or 
improvement invented, and must explain the mode of operation or principle whenever applicable. 
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The best mode contemplated by the inventor of carrying out his invention must be set forth. 

© In the case of an improvement, the specification must particularly point out the part or 
parts of the process, machine, manufacture, or composition of matter to which the improvement 
relates, and the description should be confined to the specific improvement and to such parts as 
necessarily cooperate with it or as may be necessary to a complete understanding or description of 
it. 

8. The specification is objected to under 37 CFR 1.71 because the specification 
fails to provide an adequate written description of the invention. 

9. Applicant uses "approximately" throughout the specification but fails to 
provide a standard for measuring the degree of closeness or proximity of the wording 
"approximately". In Seattle Box Co. v. Industrial Crating & Packing, 731 F.2d 818, 
826,221 USPQ 568, 573-574 (Fed. Cir. 1984). 

10. Claims 1-9 are rejected under 35 U.S.C 1 12, first paragraph, for the reason set 
forth above in item 9. 

Claim Rejections - 35 USC §103 

1 1 . The factual inquiries set forth in Graham v. John Deere Co, , 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
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obviousness or nonobviousness. 

12. This application currently names joint inventors. In considering patentability 
of the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter 
of the various claims was commonly owned at the time any inventions covered 
therein were made absent any evidence to the contrary. Applicant is advised of the 
obligation under 37 CFR 1 .56 to point out the inventor and invention dates of each 
claim that was not commonly owned at the time a later invention was made in order 
for the examiner to consider the applicability of 35 U.S.C. 103(c ) and potential 35 
U.S.C. 102(f) or (g) prior art under 35 U.S.C. 103(a). 

2 

13. Claims 1-0 are rejected under 35 U.S.C. § 103 as being unpatentable over USP 
5447035 to Workman et al. 

14. The Workman reference(s) disclose(s) the features including the claimed 
cryogenic method steps of treating brake components. The features relied upon 
described above can be found in the reference(s) at: col. 3, line 15 to col. 4, line 15. 
The difference between the reference (s) and the claims are as follows: with respect to 
claims 2-3, Workman does not disclose to repeatedly heating to 300°F and cooling to 
room temperature. But a two step combination and two obvious process steps is 
unpatentable when each lends properties to the final product known to be produced 
when the step is practiced alone, in the absence of evidence of coaction between the 
steps which produce an obvious result. In re Fortress (CCPA 1966) 369 F2d 1009, 
152 USPQ 13. 

15. With respect to the limitation as in claim 4, the claimed "approximately 100 
°F" reads on an ambient temperature. 
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1 6. With respect to the limitation as in claim 5 which reads on the teachings in 
Figure 2 and paragraph bridging col. 3 and 4 of said reference which teach raises the 
temperature from -300°F to an ambient temperature at about 15.5°F/hour. Because 
claimed temperature (approximately -100°F) is within temperature range set forth 
above and because the temperature ramp up rate (15.5°F/hour) disclosed by 
Workman is slow enough to consider the brake component is tempered at 
approximately - 1 00°F. 

17. With respect to the limitations as set forth in claims 6-7 that it is insignificant 
where or what device to be used for heat treatment as long as the heating rates are 
same. 

1 8. With respect to claim 8 that using inert gas in heat treatment chamber to 
protect heat treating material from oxidize is contemplated within ambit of ordinary 
skill artisan. 

Conclusion 

The above rejection relies on the reference(s) for all the teachings expressed in 
the text(s) of the references and/or one of ordinary skill in the metallurgical art would 
have reasonably understood or implied from the text(s) of the reference(s). To 
emphasize certain aspect(s) of the prior art, only specific portion(s) of the text(s) 
have been pointed out. Each reference as a whole should be reviewed in responding 
to the rejection, since other sections of the same reference and/or various combination 
of the cited references may be relied on in future rejection(s) in view of 
amendment(s). 

All recited limitations in the instant claims have been meet by the rejections as 
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set forth above. 

Applicant is reminded that when amendment and/or revision is required, 
applicant should therefore specifically point out the support for any amendments 
made to the disclosure. See MPEP § 2163.06 (a) and 37 C.F.R. § 1.1 19. 



Examiner Correspondence 
Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to S. Ip whose telephone number is (703) 308-2542. 
The examiner can normally be reached on Monday to Friday from 5:30 A.M. to 2:00 
P.M. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dr. Roy V. King, can be reached on (703)-308-l 146. 

The facsimile phone number for this Art Unit 1 742 are (703) 305-3601 
(Official Paper only) and (703) 305-7719 (Unofficial Paper only). When filing a 
FAX in Technology Center 1 700, please indicate in the Header (upper right) 
"Official" for papers that are to be entered into the file, and "Unofficial" for draft 
documents and other communication with the PTO that are not for entry into the 
file of the application. This will expedite processing of your papers. 

Any inquiry of a general nature or relating to the status of this application 
should be directed to the Group receptionist whose telephone number is (703) 308- 
0651. 
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